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DETAILED ACTION 

Claims 1,3-10 and 16-22 are currently pending in the instant application. 

I. Response to Arguments/Remarks 

Applicants' amendment, filed on June 23, 2008, has overcome the rejection of 
claims 1, 3-10, 17 and 18 under 35 (JSC 112, second paragraphs as being indefinite for 
the use of brackets in the claims; the rejection of claims 1,3-10 and 1 7 under 35 USC 
112, second paragraph as being indefinite for the term "saturated ring"; the rejection of 
claim 18 under 35 USC 112, second paragraph as being incomplete for omitting 
structural cooperative relationships of elements and the objection of claim 9 for 
containing a parenthesis as the end of the claim. The above rejections and objection 
have been withdrawn. 

II. Rejection(s) 

35 USC § 103 - OBVIOUSNESS REJECTION 

The following is a quotation of 35 U.S.C. § 103(a) that forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section102 of this title, if the differences between the subject matter sought to be patented and the prior art are such 
that the subject matter as a whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in 
which the invention was made. 



Graham v. John Deere Co. set forth the factual inquiries necessary to determine 
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obviousness under 35 U.S.C. §103(a). See Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966). Specifically, the analysis must employ the following factual inquiries: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1, 3-10, 17 and 18 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Strobel, etal. (US 2003/0055093). Applicants claim a compound of 




formula wherein all variables are as defined in claim 1 . 

The Scope and Content of the Prior Art (MPEP $2141.01) 

Strobel, etal. teaches acylated indanyl amines that are useful in the upregulation 
of endothelial nitric oxide synthase (eNOS). The invention is represented by the general 
formula: 
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See also preferred embodiments at pages 5-7, which disclose species teaching 
specific moieties. Note page 6, paragraph 0072 wherein B is preferably selected from 
the group consisting of CH 2 and CH-CH 3 . 

The Difference Between the Prior Art and the Claims (MPEP $2141.02) 
The difference between the prior art of Strobel, et al. and the instant invention is 
that there is homologous subject matter. Not all of the substituents are taught, however 
there is overlap between the substituents disclosed especially in view of the preferred 
embodiments taught by the prior art. See In re Lemin 141 USPQ 814- choosing some 
among many. 

Prima Facie Obviousness-The Rational and Motivation (MPEP $2142-2413) 

Applicants are claiming a compound of the formula 




wherein specifically r is 1 and Y can represent an 
optionally substituted (1-4C)alkyl. The prior art reference of Strobel, et al. teaches a 
similar compound wherein the variable of B (equivalent to the CH-Y in the instant 
application) can be CH 2 or CH-(Ci-C 3 -alkyl) (See page 2, paragraph 0018). The prior 
art reference also teaches specific compounds such as 5-bromo-1 H-indole-2-carboxylic 
acid indan-2ylamide (See ex 241, page 30), 7-nitro-1 H-indole-2-carboxylic acid indan-2- 
ylamide (See ex 252, page 31), 5-methyl-1H-indole-2-carboxylic acid indan-2-ylamide 
(See ex 254, page 31), etc. 
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In Ex parte Bluestone , 1 35 USPQ 1 99, it was well established that the 
interchange of alkyl and hydrogen is obvious in and of itself. For example, it is obvious 
to prepare an alkyl substituted (i.e. methyl) indanyl amine derivative wherein the indanyl 
ring is substituted at carbon 1 when the art teaches an unsubstituted acylated 
indanylamine wherein the indanyl ring could be substituted at carbon 1 with a C1-C3 
alkyl with a reasonable expectation of success. Specifically, a methylsubstituted indanyl 
ring and an unsubstituted indanyl ring are considered homologues and are obvious 
absent unexpected results. Therefore, it would have been prima facie obvious to one 
having ordinary skill in the art at the time the invention was made to prepare adjacent 
homologs based on the teachings of the preferred embodiments in the prior art. A 
strong prima facie obviousness has been established. 

Claim Rejections - 35 USC §112, 2 nd paragraph 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 19 is rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential structural cooperative relationships of elements, such 
omission amounting to a gap between the necessary structural connections. See 
MPEP § 2172.01 . Claim 19 recites "A compound of the formula (I) wherein...." and the 
claim is an independent claim. However, claim 19 does not show the structure of 
formula (I) which is necessary for one to know what compound is being described. 
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III. Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Shawquia Young whose telephone number is 571- 
272-9043. The examiner can normally be reached on 7:00 AM-3:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph McKane can be reached on 571-272-0699. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/Shawquia Young/ 
Examiner, Art Unit 1626 
/Kamal A Saeed, Ph.D./ 
Primary Examiner, Art Unit 1626 



